TH'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final

rejection of clainms 1 through 6, all clains pending in this
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appl i cation. The invention relates to a cellul ar
t el ephone feature which reduces unused channel tinme. In
particul ar, when the battery voltage drops bel ow an operabl e
| evel, it takes several seconds for the base station to
recogni ze that the cellular unit has stopped comrunication
The invention mnimzes these wasted seconds by inform ng the
user and initiating a timer count when the battery voltage
falls below a certain level. After the tinmer has reached a
certain count, and the battery voltage is still low, the unit
forcibly term nates comuni cation after notifying the user.
When term nating, the unit executes a conversation ending
procedure, signaling the base station that it nay rel ease the
channel . This conversation endi ng procedure saves the base
station several seconds in realizing the unit has stopped
conmuni cati on

Representati ve i ndependent claim1l is reproduced as
foll ows:

1. A radio tel ephone apparatus conpri sing:

a power source;

a vol tage neasuring nmeans for neasuring an out put
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vol tage of said power source;

deci sion nmeans for determ ning whether the voltage
nmeasured by said voltage neasuring neans is |lower than a
pr edet er mi ned vol t age;

a radio section for transmtting signals to and
receiving signals froma fixed tel ephone network and ot her
radi o tel ephone apparatuses, via a base station, connected to
said radi o tel ephone apparat uses, occupying a channel of
conmuni cati on

control neans for controlling said radio section,
said control means conprising tinme counting nmeans started in
response to an output of said decision neans for counting a
predeterm ned period of time, and conversation endi ng neans
responsive to an output of said tinme counting nmeans for
executing a conversation ending procedure when a conversation
is under way, to signal said base station to rel ease said
channel of conmmuni cati on.

The Exam ner relies on the follow ng references:

Sato et al. 4,933, 963 Jun. 12, 1990
(filed Nov. 23, 1988)
Hew t t 5, 095, 308 Mar. 10, 1992

(filed Jan. 9, 1990)
Saito EP 0 280 501 Aug. 31, 1988

Kerr, Cellul ar Tel ephone Technol ogy and Practice, George
Washi ngton University CEEP course, 1986, 1994, page 4-16.1

'Kerr and Lee did not appear in the final rejection. The
Exam ner has introduced themfor the sole purpose of
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Lee, Mobile Cellular Tel ecomruni cations Systens, MG aw Hil
Book Conpany, pages 77, 84 and 85.°?

Claim 1l stands rejected under 35 U.S.C. §8 103 as
bei ng unpatentable over Saito in view of Kerr or Lee.

Claim 2 stands rejected under 35 U.S.C. §8 103 as
bei ng unpatentable over Saito in view of Kerr or Lee and
further in view of Hewitt.

Clains 3 through 6 stand rejected under 35 U S.C. 8
103 as being unpatentable over Saito in view of Kerr or Lee
and further in view of Hewitt and Sato.

Rat her than reiterate the argunments of Appellant and
the Exam ner, reference is made to the brief, reply brief and
answer for the respective details thereof.

OPI NI ON

substantiating the “Oficial Notice” portion of the final
rejection. Appellant has considered themin the reply brief.

2 Al though no publication date appears, Appellant has not
contested its use as prior art.
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After a careful review of the evidence before us, we
will not sustain the rejection of clainms 1 through 6 under
35 U S.C. § 103.

At the outset, we note that Appellant has indicated

on page 4 of the brief all clains stand or fall together with

claim1.

The Exam ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the

clainmed invention by the reasonabl e teachi ngs or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. 1Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cr. 1983).
"Addi tionally, when determ ning obviousness, the clained

i nvention should be considered as a whole; there is no legally
recogni zable 'heart' of the invention." Para-Odnance Mg. v.

SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
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1239 (Fed. Cir. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984)).

Wth regard to the rejection of claim1, the
Exam ner takes the position that Saito teaches all the
l[imtations of the claimexcept signaling the base station to
rel ease the channel. The Exam ner then takes O ficial Notice
that it is well known to signal the base station to rel ease
t he channel, and evidences this notice via Kerr and Lee. The

Exam ner i ndi cates

that it would have been obvious to one of ordinary skill in
the art to conbine the well known channel release with Saito.
(Answer - pages 3 and 4.)

Appel | ant does not contest that Saito teaches the
basic radio tel ephone Iimtations recited in claim1l.
Appel I ant even acknow edges that Saito provides for
conversation ending. However, Appellant argues that Saito’s
conversation ending places the unit in a waiting state until

such time that operating voltage is restored, and then resunes
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communi cation. (Brief-pages 5 and 6.) Appellant states
“Thus, the channel is maintained, presumably in the hope that
operating voltage | evel would be restored and comuni cati on
resuned. This is contrary to the clainmed invention wherein
the base station is signalled to drop the channel, and
communi cation is forcibly termnated.” (Brief-pages 6 and 7.)
We acknow edge the Exam ner’s evidence, and we

beli eve Appellant agrees, that it is well known to term nate a
conversation and signal the base station to drop the channel
(evidenced by Kerr and Lee). However, we agree with
Appel lant. Al though Saito term nates conversati on upon
detection of a low voltage, it then goes into a “waiting
state”. There is nothing in the record to indicate Saito’ s
“waiting state” is the sane as term nating a conversation and
relinquishing the channel. Saito’'s “waiting state” appears to
be a non relinquishing of the channel. This is indicated by
Saito wherein it states:

Unl ess the normal voltage level in restored even

after the | apse of three seconds fromthe voltage

drop, the nobil e radiotel ephone stays in an

i noperabl e state. (Enphasis added.)(Colum 1, lines
23-26.)
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Even if it were obvious to conbine Kerr or Lee with
Saito to performa conventional conversation endi ng procedure,
wherein the base station is signaled to rel ease the channel
we find no teaching or suggestion to apply this procedure to
Saito’'s “waiting state”. As argued by Appellant (brief-page
4), such a conclusion could only cone frominperm ssible
hi ndsi ght .

The Federal Circuit states that "[t]he nere fact
that the prior art may be nodified in the manner suggested by
t he Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.™ In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "(Cbvi ousness may
not be established using hindsight or in view of the teachings
or suggestions of the inventor." Para-Ordnance Mg. v. SGS

| nporters Int’|l, 73 F.3d at 1087, 37 USPQ@d at 1239, citing W
L. Gore & Assocs., Inc. v. Grlock, Inc., 721 F.2d at 1551,

1553, 220 USPQ at 311, 312-13.
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As poi nted out above, Appellant uses a conventi onal
conversation ending procedure (e.g., Kerr or Lee) to signal a
base station for a rel ease of channel when battery voltage
beconmes low. Saito ends conversation when battery voltage
becomes | ow, but goes into a “waiting state”. W are
unconvi nced that Saito’'s “waiting state” is neant to rel ease
the channel. Thus we find no notivation to conbine Kerr or
Lee with Saito for use when battery voltage becones | ow.
Accordingly, we will not sustain the Exam ner’s rejection of
claim1, and likew se clainms 2 through 6 which depend from

claiml1l and include the sane unnet linmtations.

We have not sustained the rejection of clainms 1

t hrough 6 under 35 U.S.C. 8 103. Accordingly, the Exam ner's
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decision is reversed.

REVERSED

JERRY SM TH
Adm ni strative Patent Judge

BOARD OF PATENT
LEE E. BARRETT )
Adm ni strative Patent Judge APPEALS AND

| NTERFERENCES

STUART N. HECKER
Adm ni strative Patent Judge
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